

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
(Case No. 01-618) 



In the 



Application of: 



Cartier, et al. 



Examiner: Not Yet Assigned 



Serial 



No.: 09/856,349 



Group Art Unit: Not Yet Assigned 



Filing 



Date: May 18, 2001 



Confirmation No.: 6851 



For: 



Multivalent T.D. Polio Vaccine Against 
At Least Diptheria, Poliomyelitis and 
Tetanus 



TRANSMITTAL LETTER 



Commissioner for Patents yfe , 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In regard to the above identified application, 

1. We are transmitting herewith the attached: 

a) Petition to the Commissioner Under 37 C.F.R. § 1.181(a); and 

b) return receipt postcard. 

2. With respect to fees: 

a) A fee is not required at this time. 

b) Please charge any underpayment or credit any overpayment our Deposit Account, No. 13- 



3. CERTIFICATE OF MAILING UNDER 37 CFR § 1.8: The undersigned hereby certifies that this Transmittal 
Letter and the paper, as described in paragraph 1, are being deposited with the United States Postal 
Service with sufficient postage as first class mail in an envelope addressed to Commissioner for 
Patents, P,0. Box 1450, Alexandria, Virginia 22313-1450 on November 10, 2003. 



2490. 



Respectfully submitted, 




McDonnell Boehnen Hulbert& Berghoff 

300 South Wacker Drive, 32nd Floor 
Chicago, IL 60606 
(312)913-0001 



o 




PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
(Case No. 01-618) 



In the Application of: 



Cartier, et al. 



Examiner: Not Yet Assigned 



Serial No.: 09/856,349 



Group Art Unit: Not yet Assigned 



Filing Date: May 18, 2001 



For: Multivalent T.D. Polio Vaccine Against 
At Least Diptheria, Poliomyelitis and 
Tetanus 



PETITION TO THE COMMISSIONER UNDER 37 C.F-R, $ L181(a) 



Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

In response to the Notification of Abandonment mailed October 27, 2003, Applicants request 
withdrawal of the Notification of Abandonment in view of the following remarks and attachments. 

The Notification of Abandonment asserts that Applicants have failed to respond to the 
notification of Missing Requirements mailed June 27, 2001 within the time period set therein. 
However, Applicants submitted a reply to the Missing Requirements on January 25, 2002 including a 
signed declaration as requested, along with a petition for a five-month extension of time from August 
27, 2001 to January 27, 2002. Therefore, the response was timely submitted. A copy of a return 



CERTIFICATE OF MAILING (37 C.F.R. 1.8a) 

I hereby certify that this correspondence is being deposited with the United States Postal Service as first class nnaii in an envelope 
addressed to the: Connnnissioner for Patents, Washington D.C. 20231, on ihiO'^J . \ ^ 



Date: 






receipt postcard with the U.S. Patent Office Stamp indicating receipt of the submission is attached 
herein as Exhibit 1. 

The U.S. Patent Office then mailed a Decision on Papers under 37 CFR 1.42 indicating that 
the declaration as submitted was insufficient. The Decision indicated that Applicants were required 
to submit a declaration in compliance with 37 CFR 1.497 and 1.42 within two months from the mail 
date of the decision (i.e., by June 26, 2002). A copy of the Decision is attached herein as Exhibit 2. 

Following, on August 23, 2002, Applicants filed a Renewed Submission Under 37 CFR 1.42 
including a replacement Declaration that addressed the deficiencies discussed in the Decision along 
with a petition for a two-month extension of time from June 26, 2002 to August 26, 2002. 
Therefore, the submission was timely filed. A copy of the renewed submission is attached herein as 
Exhibit 3. In addition, attached herein as Exhibit 4 is a copy of a return receipt postcard with the 
U.S. Patent Office Stamp indicating receipt of the renewed submission. 

Thus, Applicants submit that a timely and sufficient reply to the notification of Missing 
Requirements (and subsequently to the Decision on the Papers) has been filed and received by the 
U.S. Patent Office. Consequently, Applicants respectfully request withdrawal of the Notification of 
Abandonment. 



Respectfully submitted. 





Telephone: 312-913-0001 
Facsimile: 312-913-0002 



McDonnell Boehnen Hulbert & Berghoff 

300 South Wacker Drive, 32"^ Floor 
Chicago, IL 60606 



McDonnell Boehnen Hulbert & Berghoff 

300 South Wacker Drive, 32"^* Floor 
Chicago, IL 60606 
(312)913-0001 



Serial No. 09/856,349 
Attorney Docket No. 0 1 ,6 1 8 



Hon. Commissioner of SN: 09/856,349 Atty MSQ/de 

Patents and Trademarks 

Re: Applicant -eartier,etaj. - Case No.: 01-618 



t Sir: 



Multivalent T.D. Polio Vaccine Against At Least Diptheria, Poliomyelitis and Tetanus 

Please place the PatentOffice receipt stamp hereon and mail to acknowledge receipt of- 

Transmittal Letter (I pg) 

Specification ( sheets including claims) 

Drawings ( sheets) 

Signed Declaration (4 pp total) 

fl^pTe'^^ScT'''""'""'''^ 2 8 FEB 200? 



X Filing Fee Check 
Assignment 

Pet, for Ext. of Time (1 pg): coov of Notice of Miss. Rea. fl pg): Resp. to Not, of Miss. Reo. 



(1 Dg):Notoriete: and Verif. of a Trans 

•ee Enclosed Respectfully, 
trailed: January 25. 2002 McDonnell Boehnen Hulbert & Berghoff 

>2,090.00 Attorney for Applicant 
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% United States Patent and Trademaiik Ofhce 



26 APR#0^ 



DOCKETED 



commrssioner for patents 
United States Patent and Trademark^ Office 
Washington. D.C. aossi 
www.uspto.gov 



Michael S. Greenfield 
McDonnell Boehnen Hulbert & Berghoff 
300 South Wacker Drive, 32 Floor 
Chicago, IL 60606 




MAY 0 8 2002 



In re Application of 
CARTIER, Jean Rene et al. 
Application No.: 09/856,349 
PCT No.: PCT/FR99/02913 
Int. Filing Date: 25 November 1999 
Priority Date: 26 November 1998 
Attorney's Docket No.: 01-618 



UNDER 37 CFRL42 



DECISION ON 



PAPERS 



For: MULTIVALENT T.D. POLIO VACCINE : 
AGAINST AT LEAST DIPHTHERIA, : 
POLIOMYELITIS AND TETANUS 

This is a decision on applicants' response to the Notification of Missing Requirements 
filed 28 February 2002. A reviev;^ of the Declaration reveals an indication that joint inventor Jean 
Rene Cartier is deceased. Applicants' submission has been treated as a request for status under 
37 CFR 1.42. , 



On 25 November 1999, applicants filed international application PCT/FR99/02913, which 
claimed a priority date of 26 November 1998. A copy of the international application was 
communicated to the United States Patent and Trademark Office (USPTO) fi:-om the International 
Bureau on 02 June 2000. On 13 June 2000, a demand for international preliminary examination 
was filed within nineteen months fi-om the priority date. As such, the deadline for entry into the 
national stage in the United States was 29 May 2001 (26 May 2001 was a Saturday and 28 May 
2001 was a holiday). 

On 18 May 2001, applicants filed a submission for entry into the national stage in the 
United States which was accompanied by, inter alia, the U.S. Basic National Fee. 

On 27 June 2001, USPTO mailed a Notification of Missing Requirements (Form 
.PCT/PQ/EO/905) indicating, inter alia, \S[l2A an oath qr declaration of the inventors, in 
compliance with 37 CFR 1.497(a)-(b) was required. 

On 28 February 2002, applicants submitted a declaration accompanied by, inter alia, a 
petition for a five month extension, the fee for a five month extension, and an English translation 
of the international application. The papers were filed wi!h a certificate of mailing indicating that 
the papers were deposited in first class mail on 25 January 2002. 



BACKGROUND 



Application No.: 09/856,349 



DISCUSSION 

Under 35 U.S. C. §117, legal representatives of deceased inventors may make application 
for patent upon compliance with the requirements and on the same terms and conditions 
applicable to the inventor. The "legal representative (executor, administrator, etc.) of the 
deceased inventor may make the necessary oath or declaration, and apply for and obtain the 
patent." 37 CFR 1.42. 

The declaration must list the citizenship, residence and postal address for those v^ho 
constitute the legal representative, in addition to the information of the inventors. See 37 CFR 
1.497. In this case, the declaration refers to another document for the legal representative's 
postal address and residence. The declaration itself must list the necessary information or 
applicants may supply an application data sheet. Further, the referenced document is not in 
English and a translation was not provided. 

CONCLUSION 

For the above reasons, the request for status under 37 CFR 1,42 is REFUSED . 

Applicant is required to submit a declaration in compliance with 37 CFR 1.497 and 1.42 
within a time period of TWO (2) MONTHS from the mail date of this Decision. TfflS PERIOD 
FOR RESPONSE MAY BE EXTENDED UNDER 37 CFR 1 . 1 36(a). FAILURE TO 
PROPERLY RESPOND WILL RESULT IN ABANDONMENT. Any request for 
reconsideration of this decision should include a cover letter entitled "Renewed Submission Under 
37 CFR 1.42." 



Please direct any further correspondence with respect to this matter to the 
Commissioner of Patents and Trademarks, Box PCT, Washington, D.C. 20231, and address the 
contents of the letter to the attei>tl9n of the Office of PCT Legal Administration. 



Erin M. Pender 

Attorney Advisor 

PCT Legal Administration 





Leonard E. Smith 
PCT Legal Examiner 
PCT Legal Administration 



Telephone: (703) 305-0455 ' 
Facsimile: (703) 308-6459 





-Ion. Commissioner of 
Patents and Trademarks 



S/N: 09/856.349 



Atty 



MSQ/de 



Re: Applicant - Cartier, et al. 



Case No. 01-618 



Multivalent T.D. Polio Vaccine Against At Least Diptheria, Poliomyelitis.... 

5ir: 

Please pjace the Patent Office receipt stamp hereon and mail to acknowledge receipt of: 

X Transmittal Letter (in duplicate-2 pp total) 

Specification ( sheets including claims) 

Drawings ( sheets) 

X Signed Declaration (3 pp) 

Trademark appln.» drawing and 5 specimens 

Filing Fee Check 

Assignment 

-X- Other Pet, for Ext, of Time (1 og): Renewed Sub, (l pg): cert, transl. of Aff. of Com. Know. 17 dp) 

-ee Enclosed Respectfully, 

|/lailed 08/23/02 McDonnell Boehnen Hulbert & Berghoff 

>Q*2Q Attorney for Applicant 



EL■^□4277^3^US 
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Examiner: To be assigned 
Group Art Unit: To be assigned 



PATENT 

IN THE UNITED STATES PATENT AND TRADEIWARK OFFICE 
(Case No. 01-618) 

In the Application of: 

Cartier et al. 

Serial No.: 09/856,349 

Filing Date: May 18, 2001 

For: Multivalent T.D. Folio Vaccine Against 
At Least Diptfieria, Poliomyelitis and 
Tetanus 

TRANSMITTAL LETTER 

Box POT 

Commissioner for Patents 

Washington. D.C. 20231 

ATTN: Office of PCT Legal Administration 

Dear Sir: 

In regard to the above identified application, 

1. We are transmitting herewith the attached: 

a) Petition for Extension of Time; 

b) Renewed Submission Under 37 CFR 1.42; 

c) Declaration and Power of Attorney; 

d) certified translation of "Affidavit of Common Knowledge"; and 

e) return receipt postcard. 

2. With respect to fees: 

a) Please charge our Deposit Account, No. 13-2490, in tfie amount of $400.00. 

b) Please charge any underpayment or credit any overpayment our Deposit Account, No. 13- 
2490. 

3. CERTIFICATE OF "EXPRESS" MAIUNG (37 C.F R. 1.10): I directed that the correspondence 
identified above be deposited with the United States Postal Sisrvice as "Express Mail Post Office to 
Addressee," addressed to the Commissioner for Patents, Washington, D.C. 20231, on ttie date 
indicated below. 



Respectfully submitt^ 

August 23, 2002 



rxespecuuiiy su[ 




Michael S. GreenfiE 
Registration No. 3i 
McDonnell Boehnen Huibert & Berghoff 

SojlS" ''"^ BEST AVAILABLE COPY 

(312)913-0001 



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 



ADDRESS TO: 

Commissioner for Patents 
BoxPCT 

Washington, D.C. 20231 



Attorney Docket No.: 01-618 
Application No.: 09/856,349 
USPTO Confirmation No.: 
Filing Date: May 18, 2001 

First Named Inventor: Cartier 



Group Art Unit: 
Examiner: 



Not yet assigned 
Not yet assigned 



This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply 
in the above identified application to and including Monday, August 26, 2002. 

The requested extension and appropriate non-small-entity fee are as follows (check time period 
desired): 



□ One Month (37 CFR 1.17(a)(1)) 
^ Two Months (37 CFR 1.17(a)(2)) 

□ Three Months (37 CFR 1.17(a)(3)) 

□ Four Months (37 CFR 1.17(a)(4)) 

□ Five Months (37 CFR 1.17(a)(5)) 



$ 

$400.00 
$ 
$ 
$ 



□ Applicant claims small entity status. See 37 CFR 1.27. Therefore, the fee amount 
shown above Is reduced by one-half, and the resulting fee is: . 

□ A check in the amount of the fee is enclosed. 

^ The Commissioner is hereby authorized to charge any fees which may be required or 
to credit any overpayment to Deposit Account Number 13-2490. I have enclosed a duplicate 
copy of this sheet. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED. 



Name 
Reg. No. 



Michael S. Greenfield 
37,142 




Signature 



Date 



August 23, 2002 



;XT(Rev. 1/3/01) 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
(Case No. 01-618) 



In the Application of: 

Cartier et al. 

Serial No.: 09/856,349 

Filing Date: May 18, 2001 

For: Multivalent T.D. Polio Vaccine Against 
At Least DIptheria, Poliomyelitis and 
Tetanus 



Exartiiner: To be assigned 
Group Art Unit: To be assigned 



RENEWED SUBMISSION OF UNDER 37 C.F.R. 1.42 



BoxPCT 

Commissioner for Patents 
Washington, D.C. 20231 
ATTN: Office of PCI Legal Administration 

Dear Sir: 

In accordance with 37 C.F.R. 1.42, the applicant encloses an executed Declaration and Power of Attomey Uiat 
replaces the previously filed Declaration and Power of Attomey. The replacement Declaration and Power of 
Attomey addresses the deficiencies of missing citizenship and postal address information discussed in tiie 
Decision On Papers Under 37 C.F.R. 1.42 mailed April 26, 2002. Also enclosed is a certified English translation of 
tiie French language document entitied "Affidavit of Common Knowledge", 

Respectfully submitted. 



Date: August 23, 2002 





Telephone: 312-913^001 
Facsimile: 312-913O002 



/nchael S. Greenfifeld 
Registration No. 37?i42 

McDonnell Boehnen Hulbert & Berghoff 

300 South Wacker Drive, 32"** Floor 
Chicago, IL 60606 



CERTIFICATE OF "EXPRESS" MAILING (37 C.F.R, 1.10) 

I directed that the correspondence identified above be deposited with the United States Postal Service as "Express Mail Post Office to 
Addressee," addressed to the Commissioner for Patents, Washington. D,C. 2023 L^n the date indicated 



Date: August 23. 2002 



BEST AVAILABLE COf> 




RWS Group pic, of Europa House, Marsham Way, Gerrards Cross, Buckinghamshire, 
England, hereby declares that, to the best of its knowledge and belief, the following 
document, prepared by one of its translators competent in the art and conversant with the 
English and French languages, is a true and correct translation of the accompanying document 
in the French language. 



Signed this 5th day of June 2002 




S.ANTHONY 
Director 

For and on behalf of RWS Group pic 
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DECEMBER 11,2000 

AFFIDAVIT OF COMMON KNOWLEDGE 

Following the death of Mr. Jean Ren6 CARTIER 

T. 23035 
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[Stamp: Bettrand JAMET • Gdraid POUCHES 
Notaries in CHATEAUROUX 
STAIVIP DUTY ON RECORD 
Authorization of 06.05.1987 
NoTIndex; 726Pris] 

FILE: SD/656 

TYPE: AFFIDAVIT OF COMMON KNOWLEDGE 
DATE: DEC 11,2000 

REGISTRATION FEE 
ON RECORD 
500 FRANCS 



IN THE YEAR TWO THOUSAND 
ON DECEMBER ELEVENTH 

Maitre Bertrand JAMET, Associate Notary in the Professional Partnership "Bertrand 
JAMET - Gerard POUCHES", the registered office of which is at 12, Avenue des 
Marins, CHATEAUROUX (Indre). 

DREW UP the present attested deed at the request of the following witnesses: 

- Mrs. Sonia DUFAYET, notary's clerk, residing at 12, avenue des Marins, 
CHATEAUROUX, 



- Mr. Jean-Yves LE PIVAINGT, notary's clerk, residing at 12, avenue des Marins, 
CHATEAUROUX, 

WHO have hereby declared that they were very well acquainted with the deceased 
specified below and have attested it to be true, to their personal knowledge and as a 
matter of common knowledge, that: 

- no inventory has been drawn up since his death, 

-his matrimonial regime and status, his testamentary provisions if 
applicable and his devolution of estate are as follows: 

THE DECEASED 

Mr. Jean-Rene Julien CARTIER, occupied during his Hfetime as a biological chemist, 
residing at 55, rue Joliot Curie, LYON (Rhone), husband of Mrs. Claudine DEGOUVE 
DENUNCQUES. 

Bom on July3, 1942 in ARDENTES(hidre)^ - ' - — - - 

Died on July 21, 2000 in LYONS (4*). 
Of French nationality. 
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MATRIMONIAL REGIME 

Married under the legal regime of community of acquisitions, there being no marriage 
contract prior to his marriage at the Town Hall of LE POINCONNET (Indre) on 
July 21, 1969. 

Matrimonial regime and status not since amended. 

TESTAMENTARY PROVISIONS 

Under the terms of a properly registered deed drawn up by Maitre Claude JAMET, 
Notary in CHATEAUROUX (36000) on June 10, 1989, the deceased passed to his 
surviving spouse, only if she survived him: 

The beneficial owoiership of all movable and immovable property and rights in his 
estate, or else a quarter under full ownership and three quarters under beneficial 
ownership, or, finally, the ordinary portion of the same property which can be fireely 
disposed of, all at the exclusive discretion of the spouse. 

The deceased is not known to have made any other testamentary provision. 

CENTRAL RECORD OFFICE 

It is here stated by the undersigned Notary that, according to a record of an enquiry it 
made to the Central Record Office for Testamentary Provisions of VENELLES after the 
death, the testamentary provisions of the DECEASED referred to above were mentioned 
on this record. 

SURVIVING SPOUSE 

Mrs. Claudine Louise Marie Paule DEGOUVE DE NUNCQUES, unemployed, residing 
at 55, rue Joliot Curie, LYON (Rhone), 
Bom on March 2, 1943 in PARIS (15*). 
Of French nationality. 

- With community of property as a result of her matrimonial regime referred to above, 

- Beneficiary of the freedom referred to above. 

- Beneficial owner, by virtue of Article 767 of the French Civil Code, of a quarter of the 
property of the estate. 

This beneficial ownership is combined with the greater advantage resulting from the gift 
• feferred to above. ^ - — - — 
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HEIRS 

1) Mr. Emmanuel C ARTIER, research beneficiary, husband of Mrs. CeUne Muriel 
GOUJON, residing at 42, rue de Verdun, NOISY LE GRAND (Seine Saint Denis), 
Bom on October 7, 1971 in PARIS (14^. 

Subject to the legal regime of community of acquisitions in the absence of a contract 
prior to the marriage at the Town^ Hall of THURINS (Rhone) on July 15, 2000. 
Matrimonial regime and status not since amended. ' 
Of French nationality. 

2) Mr. Renaud-Nicolas Laurent CARTTER, salesman, residing at 55, rue Joliot 
Curie, LYON (5*), 

Bom on March 21, 1975 in PARIS (14*^. 
Single, 

Of French nationality. 

3) ' Mrs. Christine Maude Isabelle CARTDER, residing at rue de la Coquerie - Hotel 
Formul 1, SAINT DENIS (Seine Saint Denis), wife of Mr. Mamadou NIANG, 

Bom on September 5, 1976 in PARIS (14'*'). 

Subject to the legal regime of conmiimity of acquisitions in the absence of a contract 
prior to the marriage at the Town Hall of LYONS (4*) on April 6, 1996. 
Matrimonial regime and status not since amended. 
Of French nationality. 

HEREDITARY CAPACITIES 

The following are entitled to call themselves heirs or beneficiaries, except for the rights 
of the surviving spouse: 
" Mr. Emmanuel CARTER, 

- Mr. Renaud-Nicolas Laurent CARTDER, 

- Mrs. Christine Maude Isabelle CARTER, 

CHILDREN from the mamage of the DECEASED and his surviving spouse. 
Reserved heirs together for THE ENTIRETY or each separately for ONE THIRD. 

ANNEXES 

The following doomients shall remain annexed to this record: 

- An extract of the death certificate of the deceased. 

- The record of an enquiry to the Central Record Office for Testamentary Provisions. 
[Initials] 
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COMMENT 



The undersigned notary informed the beneficiaries of the obligation incumbent on them, 
pursuant to Article 29 of decree No. 55-22 of January 4, 1955, to have a formal record 
made, in a notarized affidavit of real estate, of any transmission or constitution as a 
result of death of real property rights in their favor that may form part of this estate, and 
said beneficiaries asked the undersigned notary to draw up this affidavit if required 
within the statutory period. 



The witnesses appearing fiirther declare: 

- that they are of majority age, 

- that they are not subject to any legal incapacity, 

- that they are neither relations nor partners of the beneficiaries, of any one thereof or of 
each other. 

Furthermore, they declare that, to their knowledge, there are no other beneficiaries of the 
estate in question apart fi-om those whose hereditary capacity is established above. 



THE DAY, MONTH AND YEAR GIVEN ABOVE. 
At the Offices of the undersigned Notary, 

After being read aloud, the Notary and witnesses signed, on the same day, this document 
consisting of: 



DECLARATIONS 



IN WITNESS WHEREOF ON FOUR PAGES 



- pages 

- footnotes 



four 
none 



- words crossed out 

- lines crossed out 



none 



none 



- numbers crossed out 

- gaps crossed out 



none 



none 
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EXEMPLIFIED COPY: 

- on five pages, 

made by photocopying on a RANK XEROX DC 332 ST type machine, 

- ISSUED AND CERTIFIED a trae copy of the original by the tindersigned notary. 



[Stamp of Me Bertrand JAMET, 

Associate Notary, [Signature] 

CHATEAUROUX (Indre)] 
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S/N: 09/856/349 



Atty MSG/de 
Case No. 01-618 

Multivalent T.D. Polio Vaccine Against At Least Diptheria, Poliomyelitis.... 

Please place the Patent Office receipt stamp hereon and mail to acknowledge receipt of: 
Transmittal Letter (in duplicate-2 pplbta!) 
Specification ( sheets including;c!aims) 
Drawings ( sheets) 
Signed Declaration (3 pp) 

Trademark appln., drawing ani^^P?S'"^®5"j nr^lTTm A T K\ IP OflM 
Filing Fee Check DTB5 RSC d PCT/PTU 2 3 AUG ZlHK 

S^r^U- T'-^ " "^^^ R^"^w pd Suh. (1 pg) : cert, tr^nsl , of Aff nf Com. Know. (7 pp) 



^on. Commissioner of 
Patents and Trademarks 

Re: Applicant-., Cartier.etal 



5ir: 



-ee Fnclosed 

bailed 08/23/02 



Respectfully, 
McDonnell Boehnen Hulbert & Berghoff 
Attorney for Applicant 



EL^□^E77^3^us 



19^ 



BEST AVAILABLE COPY 



